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Filed: 



August 5, 2002 



Examiner: Lynda Jasmin 



Title: 



ELECTRONIC PRODUCT INFORMATION DISPLAY SYSTEM 



Remarks Supporting Request for Pre-Appeal Brief Conference 



Summary 



The subject application has been fully examined and prosecuted to a Final Rejection, 
which indicates that the application contains claims that would be allowable but for formal 
issues. The Applicants filed an After-Final Amendment to cancel the single claim rejected in 
view of prior art and to amend the claims to overcome all of the formal rejections in a way 
consistent with that discussed with Examiner Fischer during a May 3, 2006 telephone 
interview. A second examiner, Examiner Jasmin, took over prosecution of the subject 
application some time after the May 3, 2006 telephone conference and now fails to give full 
faith and credit to Examiner Fischer's examination. Examiner Jasmin indicates that she will 
issue a new Office Action but she has not done so and she has provided no new grounds of 
rejection. Further, the application has been left by the Patent Office to go abandoned but for 
the Notice of Appeal submitted herewith. Thus, the application remains under the Final 
Rejection, which clearly has been overcome by the After-Final Amendment, but the Patent 
Office refuses to enter or even formally respond to the After-Final Amendment. Full faith 
and credit should be given to the currently outstanding Final Rejection and the After-Final 
Amendment should be entered to place the application in condition for allowance. 

The March 29, 2006 Final Rejection 

The March 29, 2006 Final Office Action was issued by Examiner Fischer contained 
three rejections and an indication of allowable subject matter. Rejections were established 
under (i) 35 USC § 101, (ii) 35 USC §112, 2 nd paragraph, and (iii) 35 USC §103(a). Also, 
claims 72-91 and 93-132 were indicated as being allowable over the prior art of record 
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assuming the rejections under 35 USC § 101 and 35 USC §112, 2 nd paragraph were 
overcome. 

The May 3, 2006 Telephone Interview with Examiner 

Since, in response to the Final Rejection, Applicants had decided to place the 
application in condition for allowance, a May 3, 2006 telephone interview was conducted 
between Examiner Fischer and Applicants' representative to discuss the outstanding formal 
rejections and to discuss acceptable language to overcome the formal rejections and place the 
application in condition for allowance. 

The July 31, 2006 Amendment A fter Final Rejection 

In response to the Final Office Action and after the May 3, 2006 telephone interview 
with Examiner Fischer, the Applicants filed an Amendment After Final Rejection on July 31, 
2006 in order to accept the allowed subject matter in the Final Rejection by amending the 
claims to overcome the formal rejections under 35 USC § 101 and § 112, and by cancelling 
claim 92, which was the only claim rejected under 35 USC §103. 

a. Rejections Under 35 USC §101 

The rejection under 35 USC §101 was based on the premise that claims 117 and 127- 
131 were directed to non-statutory subject matter. In response, consistent with the 
Examiner's comments during the telephone interview, the preambles of independent claims 
117 and 127 were amended to clearly recite statutory subject matter by including that the 
claims are directed to a "computer readable medium encoded with a data structure and a 
computer program, wherein the computer program uses the data structure for identifying and 
organizing products displayed by a business establishment." Such claim language was 
discussed and generally approved by Examiner Fischer during the May 3, 2006 telephone 
interview and is clearly statutory subject matter, especially in view of the guidelines set forth 
in MPEP 2106, particularly in MPEP 2106 (IV)(B)(1). 

b. Rejections Under 35 USC §112, 2 nd paragraph 
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The claims rejected under 35 USC §112, 2 nd paragraph were amended to overcome 
the rejections in light of Examiner Fischer's comments in the Final Rejection and further in 
view of Examiner Fischer's comments during the May 3, 2006 telephone interview. 

Claims 72 and 77 were rejected as being unclear as to whether the claims were 
directed to a printed label, or the combination of a printed label and a shelf. During the May 
3, 2006 interview, Examiner Fischer indicated that the claims were allowed based upon the 
interpretation that the claims were directed to the combination of the label and the shelf. 
Accordingly, claims 72 and 77 are amended to recite the combination of the label and shelf. 

Claims 79 and 99 were rejected since the word "planogram" was deemed "unclear." 
However, the After-Final Amendment makes clear that the term is established in the art and 
provides specific U.S. patents using the word "planogram" to further evidence the term as 
being a term of art consistent with discussions with Examiner Fischer on May 3, 2006. 
Accordingly, no amendments to claims containing the word "planogram" were made. 

Claim 99 were rejected since the term "a graphic edge" was deemed "unclear." In 
response, the claim was amended to recite a "shelf edge," which was selected after 
discussions with Examiner Fischer on May 3, 2006. 

Claim 125 was rejected for indefiniteness related to the terms "product" and "at least 
one or more products." In response, the claim was amended to clarify that which is being 
claimed as the "product," consistent with the discussions with Examiner Fischer on May 3, 
2006. 

Claim 127 was rejected since it was deemed unclear as to whether the claim was 
directed to a database or a database in combination with a shelf. In response, the claim has 
been amended to clarify that the claim is directed to a computer readable medium, consistent 
with the discussions with Examiner Fischer on May 3, 2006. 

c. Rejection Under 35 USC § 1 03(a) 

The rejection of claim 92 under 35 USC §103 (a) was rendered moot in view of the 
cancellation of claim 92. 

Accordingly, the July 31, 2006 After-Final Amendment clearly places the application 
in condition for allowance. 
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Patent Office y s Response to After-Final Amendment 

Even though the After-Final Amendment was filed on July 31, 2006, to date no 
Advisory Action has been mailed in response thereto. Only after Applicants' representative, 
on their own initiative, contacted Examiner Fischer on September 11, 2006, was Applicants' 
representative notified that the application had been transferred to another examiner. 
Applicants' representative was not able to determine the identity of the new examiner and 
speak to the new examiner of record, Examiner Jasmin, until speaking to her by telephone on 
September 18, 2006. Applicants' representative then had numerous telephone conversations 
with Examiner Jasmin on September 21, 2006 and on September 26, 2006, in which 
Examiner Jasmin's position changed from agreeing that all of the claims were allowable in 
view of the After-Final Amendment except for claims 125-131, to eventually stating that she 
would not agree to allow any of the pending claims. Examiner Jasmin then issued a 
September 26, 2006 Interview Summary stating that the Final Rejection "will be withdrawn." 

Since the September 26, 2006 Interview Summary did not actually withdraw the Final 
Rejection 1 and since no new Office Action has been issued, the Patent Office effectively 
offered no response to the July 31, 2006 After-Final Amendment. Also, since it is not 
evident that Examiner Jasmin is required to take any further action on the application, the 
Applicants have been left with no choice but to file the Notice of Appeal submitted herewith. 

Most notably, however, Examiner Jasmin failed to provide full faith and credit to 
Examiner Fischer's' examination and did not comply with MPEP 706.04, which states that: 

Full faith and credit should be given to the search and action of a 
previous examiner unless there is a clear error in the previous action or 
knowledge of other prior art. In general, an examiner should not take 
an entirely new approach or attempt to reorient the point of view of a 
previous examiner, or make a new search in the mere hope of finding 
something. >Amgen f Inc. v. Hoechst Marion Roussel, Inc., 126 F. 
Supp. 2d 69, 139, 57 USPQ2d 1449, 1499-50 (D. Mass. 2001). 

Meanwhile, Applicants are faced once again with the possibility of re-arguing the 
same references considered by Examiner Fischer because Examiner Jasmin is improperly 
attempting to take an entirely new approach to reorient the point of view of Examiner Fischer 
and make a new search in the mere hope of finding something new. Had Examiner Jasmin 



1 It is not evident that such correspondence could withdraw the Final Rejection 
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provided full faith and credit to Examiner Fischer's examination, the After-Final Amendment 
would be entered since it clearly overcomes the outstanding rejections and Applicants would 
not be faced with the burden of re-arguing the same prior art references. 

Conclusion 

The application remains rejected under the March 29, 2006 Final Rejection, which 
clearly has been overcome by the July 31, 2006 After-Final Amendment. Full faith and 
credit should be given to the currently outstanding Final Rejection and the After-Final 
Amendment should be entered to place the application in condition for allowance. 



Respectfully submitted, 



PILLSBURY WINTHROP SHAW PITTMAN LLP 



James G. Gatto 
Reg. No. 32694 
Tel. No. 703 770.7754 
Fax No. 703-770-7901 




Date: September 29, 2006 
P.O. Box 10500 
McLean, VA 22102 
(703) 770-7900 
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Privacy Act Statement 



The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection 
with your submission of the attached form related to a patent application or patent. Accordingly, 
pursuant to the requirements of the Act, please be advised that: (1 ) the general authority for the 
collection of this information is 35 U.S.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; 
and (3) the principal purpose for which the information is used by the U.S. Patent and Trademark 
Office is to process and/or examine your submission related to a patent application or patent. If you do 
not furnish the requested information, the U.S. Patent and Trademark Office may not be able to 
process and/or examine your submission, which may result in termination of proceedings or 
abandonment of the application or expiration of the patent. 

The information provided by you in this form will be subject to the following routine uses: 

1 . The information on this form will be treated confidentially to the extent allowed under the 
Freedom of Information Act (5 U.S.C. 552) and the Privacy Act (5 U.S.C 552a). Records from 
this system of records may be disclosed to the Department of Justice to determine whether 
disclosure of these records is required by the Freedom of Information Act. 

2. A record from this system of records may be disclosed, as a routine use, in the course of 
presenting evidence to a court, magistrate, or administrative tribunal, including disclosures to 
opposing counsel in the course of settlement negotiations. 

3. A record in this system of records may be disclosed, as a routine use, to a Member of 
Congress submitting a request involving an individual, to whom the record pertains, when the 
individual has requested assistance from the Member with respect to the subject matter of the 
record. 

4. A record in this system of records may be disclosed, as a routine use, to a contractor of the 
Agency having need for the information in order to perform a contract. Recipients of 
information shall be required to comply with the requirements of the Privacy Act of 1974, as 
amended, pursuant to 5 U.S.C. 552a(m). 

5. A record related to an International Application filed under the Patent Cooperation Treaty in 
this system of records may be disclosed, as a routine use, to the International Bureau of the 
World Intellectual Property Organization, pursuant to the Patent Cooperation Treaty. 

6. A record in this system of records may be disclosed, as a routine use, to another federal 
agency for purposes of National Security review (35 U.S.C. 181) and for review pursuant to 
the Atomic Energy Act (42 U.S.C. 218(c)). 

7. A record from this system of records may be disclosed, as a routine use, to the Administrator, 
General Services, or his/her designee, during an inspection of records conducted by GSA as 
part of that agency's responsibility to recommend improvements in records management 
practices and programs, under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall 
be made in accordance with the GSA regulations governing inspection of records for this 
purpose, and any other relevant (i.e., GSA or Commerce) directive. Such disclosure shall not 
be used to make determinations about individuals. 

8. A record from this system of records may be disclosed, as a routine use, to the public after 
either publication of the application pursuant to 35 U.S.C. 122(b) or issuance of a patent 
pursuant to 35 U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 
CFR 1.14, as a routine use, to the public if the record was filed in an application which 
became abandoned or in which the proceedings were terminated and which application is 
referenced by either a published application, an application open to public inspection or an 
issued patent. 

9. A record from this system of records may be disclosed, as a routine use, to a Federal, State, 
or local law enforcement agency, if the USPTO becomes aware of a violation or potential 
violation of law or regulation. 



